APPLICATION NO. FILING DATE FIRST NAMED INVENTOR ATTORNEY DOCKET NO. CONFIRMATION NO. 


44367 7590 02/02/2011 I 

SCHWEGMAN, LUNDBERG & WOES SNER/OPEN TV I 

P.O. BOX 2938 BROWN, RUEBENM 

MINNEAPOLIS, MN 55402-0938 i 


PAPER NUMBER 


NOTIFICATION DATE | DELIVERY MODE 
02/02/2011 ELECTRONIC 


Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the 
following e-mail address(es): 

uspto@sIwip.com 
request @ slwip.com 


PTOL-90A (Rev. 04/07) 


Kynii^c ni^inji 1 ^un in idi y 

Application No. 

09/903,091 

Applicant(s) 

JOSEPH ET AL. 

Examiner 

REUBEN M. BROWN 

Art Unit 

2424 



- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 


A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be avaiiabie under tine provisions of 37 CFR 1 .136(a). in no event, fiowever, may a repiy be timeiy fiied 
after SiX (6) MONTHS from tfie maiiing date of tfiis communication. 

- if NO period for repiy is specified above, tfie maximum statutory period wiii appiy and wiii expire SiX (6) MONTHS from tfie maiiing date of tfiis communication. 

- Faiiureto repiy witfiin tfie set or extended period for repiy wiii, by statute, cause tfie appiication to become ABANDONED (35 U.S.C. § 133). 
Any repiy received by tfie Office iater tfian tfiree montfis after tfie maiiing date of tfiis communication, even if timeiy fiied, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )KI Responsive to communication(s) filed on 04 November 201 0 . 
2a)\Z\ This action is FINAL. 2b)^ This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 
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Response to Arguments 

1. Applicant's arguments with respect to claims, filed 9/1/2010 have been considered but are 
moot in view of the new ground(s) of rejection. 


Claim Rejections - 35 USC § 101 

2. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, macliine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

Claim 312-313 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. Claims 312-313 set forth "machine readable storage 
medium." However, the specification as originally filed does not explicitly define [the machine 
readable storage medium by stating that it '. . . includes, and is limited to'. . . 'specific storage 
device(s)'.] 
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The United States Patent and Trademark Office (USPTO) is obliged to give claims their 
broadest reasonable interpretation consistent with the specification during proceedings before the 
USPTO. See In re Zletz, 893 F.2d 319 (Fed. Cir. 1989) (during patent examination the pending 
claims must be interpreted as broadly as their terms reasonably allow). 

The broadest reasonable interpretation of a claim drawn to a [machine readable storage 
media] (also called computer readable medium and other such variations) typically covers forms 
of non-transitory tangible media and transitory propagating signals per se in view of the ordinary 
and customary meaning of computer readable media, particularly when the specification is 
absent an explicit definition or is silent. See MPEP 21 1 1.01. When the broadest reasonable 
interpretation of a claim covers a signal per se, the claim must be rejected under 35 U.S.C. § 101 
as covering non-statutory subject matter. See In re Nuijten, 500 F.3d 1346, 1356-57 (Fed. Cir. 
2007) (transitory embodiments are not directed to statutory subject matter) and Interim 
Examination Instructions for Evaluating Subject Matter Eligibility Under 35 U.S.C. § 101, Aug. 
24, 2009; p. 2. 

Because the full scope of the claim as properly read in light if the disclosure encompasses 
non-statutory subject matter, the claim as a whole is non-statutory. 
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The examiner recommends the following language: 

1. Modifying "machine readable storage medium", to be "machine readable non- 
transitory storage medium". 

2. Modifying "machine readable storage medium", to be "machine readable storage 
device". 

3. Adding language, ". . .wherein the machine readable storage medium is not a 

signal". 


Claim Rejections - 35 USC § 103 


3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in section 102 of this title, if 
the differences between the subject matter sought to be patented and the prior art are such that the subject matter as a whole would 
have been obvious at the time the invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
PatentabiUty shall not be negatived by the manner in which the invention was made. 


4. Claims 246-249, 251, 254-258, 260-262, 265-273, 276-278, 280-281, 284-292 cS: 294- 
299 & 301-313 are rejected under 35 U.S.C. 103(a) as being unpatentable over Romesburg, 
(U.S. Pat # 5,113,259), in view of Lappington, (U.S. Pat # 5,343,239). 
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Considering claims 246, 247, 257, 268, 269, 277, 285, 286, 298 cS: 299, the claimed TV 
system or method comprising; 

'a client to receive data including at least auxiliary data & application data ', Romesburg 
teaches a TV 100, which receives TV programming, as well as graphics and/or text, which reads 
on the claimed auxiliary data, col. 5, lines 1-10; Fig. 1. 

'a client computer to process computer code, included in the application data, to 
facilitate an interaction with a user'; Romesburg teaches that the TV 100 includes a controller 
410, which may be a microcomputer that contains a microprocessor and RAM 416 & ROM 414, 
see Fig. 4; col. 2, lines 64-68 thru col. 3, lines 1-12. However, Romesburg does not explicitly 
teach that the application data may include a computer code. Nevertheless Lappington, in the 
same field of endeavor of interactive programming, provides a disclosure of the TV/STB decoder 
30 receiving interactive programming over the VBI of an incoming conventional video signal, 
see col. 4, lines 65-68 thru col. 5, lines 1-45; col. 6, lines 9-15. It would have been obvious for 
one of ordinary skill in the art at the time the invention was made, to modify Romesburg with the 
feature of transmitting computer executable code within the VBI of a TV signal, at least for the 
desirable benefit of using the bandwidth that is already available (i.e., an incoming TV channel), 
thus obviating the need to wait for the computer code to be downloaded separately from a 
different provider, as taught by Lappington, (Abstract; col. 1, lines 55-68; col. 2, lines 1-65 & 
col. 3, lines 17-51). 
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It is noted that the STB/decoder 30 in Lappington (col. 6, lines 46-64) corresponds with 
TV 100 of Romesburg (col. 3, lines 1-12), both of which are client terminals that include a 
computer device, whereas the handheld terminal 28 of Lappington(col. 7, lines 1-36) 
corresponds with the external computer 1 10 of Romesburg, again both of which comprise local 
computers, collocated with the client terminal. 

'an auxiliary data processor to process the auxiliary data ', reads on the VBI decoder in 
Lappington, col. 5, lines 6-15; col. 6, lines 45-64; 

'a display to display images based on at least one of the processed auxiliary data and the 
processed application data ', is met by the monitor of the TV 100 of Romesburg, Fig. 1. Also the 
TV system of Lappington meets the limitation' col. 15, lines 50-68. 

'a local computer collocated with and in communication with the client to allow the 
client to communicate with the local computer local computer comprising a stand-alone 
computer system', the claimed subject matter is met by the external personal computer 1 10 of 
Romesburg that is connected to and communicates with the computer system of TV 100, see Fig. 
1; col. 2, lines 10-55; col. 4, lines 3-61. Also, the handheld terminal 28 of Lappington is a local 
computer in communication with the client terminal, see Abstract; col. 16, lines 1-30. 
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As for the further claimed feature, 'the local computer to control the client to process a 
computer program included in the received data', see Romesburg, which teaches this limitation. 
Abstract; col. 4, lines 10-65, in that the external computer 110 controls the TV set 100 causing 
the TV set 100 to READ/WRITE video data to a mass storage device. Thus the limitation is met 
by the combination of Romesburg & Lappington, since Lappington provides the explicit 
teaching of a computer program, i.e., executable code being included in the received data that the 
local computer interacts with, and communicates with the client terminal, as recited in the claim. 

As for the additionally claimed feature of a 'mass storage in communication with the 
local computer, wherein the client to enable the client is to retrieve information from the mass 
storage via the local computer', Romesburg teaches that the TV 100 may retrieve video data 
from video RAM 480 under direction of local computer 110, (which reads on the claimed 'mass 
storage') col. 2, lines 40-64; col. 3, lines 60-68 thru col. 4, lines 1-2; col. 4, ,lines 36-65. 

Considering claims 248, 258, 270, 278, 287-288 & 301, Romesburg teaches that local 
computer 1 10 causes video data to be transferred/stored into video RAM 480, col. 3, lines 40-63; 
col. 4, lines 3-15. 

Considering claims 249, 251, 260-262, 271-273, 280-281, 289-291 cS: 302-304, the local 
computer 1 10 (which is a PC) of Romesburg, controls the computer 410, within the TV 100, see 
col. 4. 
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Considering claim 254-256, 265-267, 276, 284, 292, 294-297 & 305-311, the executable 
code reads on the interactive software sent in the VBI of Lappington, which is extracted from the 
TV signal by the STB/decoder 30 and then transmitted to the handheld terminal 28, see col. 11, 
lines 1-37; col. 12, lines 15-30; col. 16, lines 1-30. Romesburg goes on to disclose that the TV 
set 100 may store/retrieve/display text and/or graphics, see col. 5, lines 1-3, under the control of 
the external computer 110. 

Considering claims 312-313, the claimed machine -readable medium embodying a 
sequence of instructions that, when executed by a machine, causes the machine to perform 
functions that correspond with subject matter mentioned above in the rejection of claim 246, is 
likewise analyzed. As for the claimed, 'machine ' the recitation reads on the CPU 412 used in the 
controller 410 of the TV set 100 of Romesburg. 

Conclusion 

5. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

A) Blakely Teaches a computer co-located with a client device that controls the 
instant client device. 

B) Tindall Teaches a computer system co-located with a TV system, see Fig. 1. 
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Any response to this action should be mailed to: 

Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

www -US pto.gov 

or faxed to: 

(571) 273-8300, (for formal communications intended for entry) 
Or: 

(571) 273-7290 (for informal or draft communications, please label 
"PROPOSED" or "DRAFT") 

Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to REUBEN M. BROWN whose telephone number is (571) 272-7290. The examiner can 
normally be reached on M-F(8:30-6:00), First Friday off. 

If attempts to reach the examiner by telephone are unsuccessfial, the examiner's supervisor, 
Christopher Kelley can be reached on (571) 272-7331. The fax phone numbers for the organization 
where this application or proceeding is assigned is (571) 273-8300 for regular communications and After 
Final communications. 

Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be obtained 
from either Private PAIR or Public PAIR. Status information for unpublished applications is available 
through Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

/Reuben M. Brown/ 

Patent Examiner, Art Unit 2424 


